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DETAILED ACTION 



Specification 



The title of the invention is not descriptive. A new title is required that is clearly 



indicative of the invention to which the claims are directed. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which Applicant regards as 
the invention. 

More specifically, Claim 13 comprises a step for "determining whether said memory" 
and a step for "determining if said memory"; however, Claim 17 simply states, "wherein the 
determining step". Claim 17 is vague and indefinite for failing to specify which determining step 
in Claim 13 it is referring to. For the purposes of examination, the Examiner will interpret Claim 
17 to refer to the "determining if said memory step". 

4. Claim 19 recites the limitation "again downloaded". There is insufficient antecedent 
basis for this limitation in the claim. While the specification defines a relationship between an 
archived image and downloaded image, the claim language does present the same relationship. 
Parent Claim 13 does not define an archived image as image that has been transferred out the 
image capturing device or downloaded to an external device; therefore, there is insufficient 
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antecedent basis in Claim 19 to state "again downloaded". For the purposes of examination, the 
Examiner will interpret Claim 19 according to the following language: "wherein an archived 
image comprises a captured image that has been transferred out of the image capturing device 
and wherein the archived image may be transferred out of the image capturing device a plurality 
of times." 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 9, 10, and 12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kawamura et al. 

7. For Claim 9, Kawamura et al. disclose, as shown in figures 2, 4, 6, and 7 and as stated in 
columns 4 (lines 1 1 - 23 and 63 - 67), 5 (lines 1 - 16 and 31 - 56), 6 (lines 28 - 44), 7 (lines 3 - 
29), 8 (lines 30-35 and 54 - 62), and 9 (lines 18 - 22), a memory management method for a 
memory (21) of an image capturing device (11), comprising the steps of: 

transferring a copy of an image out of said memory during an image archiving operation 
(When an image is transferred out of the device, an icon is affixed to the image indicating that it 
has been transferred; see figure 4 and column 6, lines 51 - 58); and 
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making said image in said memory (1 1) as an archived image (After the image is 
transferred out of the device, it continues to be stored in memory; however, an icon is affixed 
with the image indicating that it has been transferred out of the device); 

wherein said archived image is capable of being replaced if said memory is full (As 
shown in figure 7, the user has an option to erase the archived image; thereby at least replacing 
the archived image with free memory space; see column 8, lines 54 - 62). 

It is important to note that the above limitation includes the word "capable". As clearly 
indicated in figure 7, the image-capturing device is clearly "capable" of replacing archived 
images at all instances. By the mere fact that image-capturing device is "capable" of replacing 
archived images, it makes no difference as to when or how it is to be capable of doing so (i.e. It 
makes no difference if it is capable of being replaced if said memory is full.). 

8. As for Claim 10, Kawamura et al. discloses, as shown in figure 2, wherein the 
transferring step comprises transferring said copy to an external computer device (17). 

9. As for Claim 12, Kawamura et al. discloses, as shown in figure 6 and stated in column 6 
(lines 50 - 57), wherein the marking step comprises changing a status variable in an associated 
status storage cell to an archived state. Kawamura et al. clearly gives every indication that the 
PC icon (52) is affixed to the image information and stored together in the memory (21). 
Therefore, prior to transfer, the image information is stored in a storage cell within the memory 
until it is retrieved and transferred out of the device, wherein it is affixed with an icon (52) and 
stored back into the memory, indicating that it has been archived. The storage cell now contains 
not only just the image but the image with the affixed icon, wherein the image and affixed icon 
are the "status variable" that have been changed to an archived state. 
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Claim Rejections - 35 USC §103 



10. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kawamura et al. 

12. As for Claim 11 , while Kawamura et al. disclose wherein the transferring step comprises 
transferring said copy to an external computer device, Kawamura et al. does not disclose wherein 
the transferring step comprises transferring said copy to a removable memory medium. 

Official Notice (See MPEP § 2144.03) is taken that both the concepts and advantages of 
transferring a copy of an image out of an image-capturing device to a removable memory 
medium are well known and expected in the art. At the time the invention was made, it would 
have been obvious to one with ordinary skill in the art to transfer a copy of an image out of an 
image-capturing device to a removable memory medium as a means to provide a backup copy of 
the image on a portable permanent mass storage device with device interoperable capabilities. 



13. Claims 1 - 8, 13 - 15, and 17 - 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura et al. in view of Lambert. 

14. For Claim 1, Kawamura et al. disclose, as shown in figures 2, 4, 6, and 7 and as stated in 
columns 4 (lines 1 1 - 23 and 63 - 67), 5 (lines 1 - 16 and 31 - 56), 6 (lines 28 - 44), 7 (lines 3 - 
29), 8 (lines 30 - 35 and 54 - 62), and 9 (lines 18 - 22), an image capturing device (1 1), 
comprising: 
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a processor (15); 

at least one interface (16) communicating with said processor (15) and capable of 
transferring images out of said image capturing device (see column 4, lines 12 and 13); 

a memory (21) communicating with said processor (15) and capable of storing a plurality 
of records, with a record including image data ("picture information") and image status data (PC 
icon 52) indicating whether a copy of the image has been transferred out of the device (The icons 
are "affixed to" each item of recorded information. See column 5, lines 31-33; column 6, lines 
51-57; and column 8, lines 30 - 35); 

wherein said processor (15) determines whether said memory (21) includes any archived 
images (see step S26 in figure 7 and column 8, lines 54 - 62) as indicated by said status data (PC 
icon 52) and replaces one or more archived images ("recorded information is erased from the 
memory cad 21") in said memory with a newly captured image ("records the [picture] 
information in a free storage space in the memory card 21"; see column 4, lines 63 - 67). 

According to Kawamura et al., once the images ("recorded information" or "picture 
information") are transferred (via the interfaced) they are affixed with an icon (PC icon 52) 
indicating that they have been transferred. The images and associated affixed icons are stored 
together in the memory card (21). Furthermore, Kawamura et al. discloses a "Transfer Mode" 
and an "Erase Mode" wherein the images are transferred in the "Transfer Mode" and the images 
are erased in the "Erase Mode". Lastly, Kawamura et al. states that the camera is provided with 
an automatic selecting function for automatically selecting recorded images that have been 
transferred (as indicated by an affixed icon) and erasing those automatically selected recorded 
images. 
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However, as stated above, the recorded images that been transferred are erased in the 
"Erase Mode"; therefore, as required by the claim language, Kawamura et al. does not disclose, 
"replacing" ("erasing") the recorded images that have been transferred WHEN insufficient free 
space exists in said memory to store newly captured images. 

On the other hand, Lambert also discloses an image-capturing device comprising a 
memory for storing archived image data. More specifically, as shown in figures 1-3, Lambert 
teaches an image-capturing device (see figure 1) with a memory (32), wherein a processor (18) 
replaces one or more images in said memory with a newly captured image WHEN insufficient 
free space exists in said memory (32) to store newly captured images (see column 5, lines 19 - 
26). 

As stated in column 1 (lines 29 - 32 and 40 - 43), at the time the invention was made, 
one with ordinary skill in the art would have been motivated to replace one or more archived 
images in the memory with a newly captured image when insufficient free space exists in said 
memory to store newly captured images, as taught by Lambert, in the image capturing device, 
disclosed by Kawamura et al, as a means to provide an image capturing device that significantly 
reduces the amount of images to be recorded, while simultaneously ensuring that images of high 
interest are being stored. Therefore, at the time the invention was made, it would have been 
obvious to one with ordinary skill in the art to have replaced one or more archived images in the 
memory with a newly captured image when insufficient free space exists in said memory to store 
newly captured images, as taught by Lambert, in the image capturing device, disclosed by 
Kawamura et al. 
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15. As for Claim 2, Kawamura et al. disclose, as shown in figure 2 and as stated in column 6 
(lines 33 - 44), wherein said at least one interface (16) is a communication interface capable of 
transmitting a stored image to an external device (17). 

16. As for Claim 3, Kawamura et al. discloses, as stated in column 9 (lines 18 - 22), wherein 
said at least one interface (16) is a USB cable interface. 

17. As for Claim 4, while Kawamura et al. disclose wherein said at least one interface (16) is 
a communication interface capable of transmitting a stored image to an external device (17), 
Kawamura et al. does not disclose wherein said at least one interface is a removable memory 
medium interface capable of transmitting a stored image to a removable memory medium. 

Official Notice (See MPEP § 2144.03) is taken that both the concepts and advantages of 
transferring a copy of an image out of an image-capturing device to a removable memory 
medium are well known and expected in the art. At the time the invention was made, it would 
have been obvious to one with ordinary skill in the art to transfer a copy of an image out of an 
image-capturing device to a removable memory medium as a means to provide a backup copy of 
the image on a portable permanent mass storage device with device interoperable capabilities. 

18. As for Claim 5, Kawamura et al disclose wherein said archived image is capable of 
being replaced if said memory is full (As shown in figure 7, the user has an option to erase the 
archived image; thereby at least replacing the archived image with free memory space; see 
column 8, lines 54 - 62). 

It is important to note that the above limitation includes the word "capable". As clearly 
indicated in figure 7, the image-capturing device is clearly "capable" of replacing archived 
images at all instances. By the mere fact that image-capturing device is "capable" of replacing 
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archived images, it makes no difference as to when or how it is to be capable of doing so (i.e. It 
makes no difference if it is capable of being replaced if said memory is full). 
19. As for Claim 6, in regards to the obviousness shown in Claim 1, Lambert also discloses 
an image-capturing device comprising a memory for storing archived image data. More 
specifically, as shown in figures 1-3, Lambert teaches an image-capturing device (see figure 1) 
with a memory (32), wherein a processor (18) replaces one or more images in said memory with 
a newly captured image WHEN insufficient free space exists in said memory (32) to store newly 
captured images (see column 5, lines 19 - 26). Furthermore, Lambert teaches, as stated in 
column 5 (lines 19-26), overwriting the oldest image with a new image when the memory is 



However, Lambert does not disclose the method in determining the oldest image. 
Official Notice (See MPEP § 2144.03) is taken that both the concepts and advantages of 
determining the oldest image according to stored date/time information associated with each 
image are well known and expected in the art. At the time the invention was made, it would 
have been obvious to one with ordinary skill in the art to determine the oldest image according to 
stored date/time information associated with each image as means to provide insight into the 
possible significance of each image. 

20. As for Claim 7, while Kawamura et al. disclose, as shown in figure 2 and as stated in 
column 4 (lines 20 - 23), wherein said memory (21) comprises a removable memory card, 
Kawamura et al. do not disclose wherein said memory comprises an internal memory. 

Official Notice (See MPEP § 2144.03) is taken that both the concepts and advantages of 
providing an internal memory are well known and expected in the art. At the time the invention 



full. 
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was made, it would have been obvious to one with ordinary skill in the art to provide an internal 
memory as a means to significantly reduce the likelihood of physical damage to the memory or 
its contents. 

21 . As for Claim 8, Kawamura et al disclose, as shown in figure 2 and as stated in column 4 
(lines 20 - 23), wherein said memory (21) comprises a removable memory card. 

22. For Claim 13, Kawamura et al. disclose, as shown in figures 2, 4, 6, and 7 and as stated 
in columns 4 (lines 1 1 - 23 and 63 - 67), 5 (lines 1 - 16 and 31 - 56), 6 (lines 28 - 44), 7 (lines 3 
- 29), 8 (lines 30-35 and 54 - 62), and 9 (lines 1 8 - 22), a memory management method for a 
memory (21) of an image capturing device (1 1), comprising the steps of: 

determining whether said memory is capable of storing an additional image ("free storage 
space"; see column 4, lines 63 - 67); 

storing a captured image in said memory if free space exists in said memory ("free 
storage space"; see column 4, lines 63 - 67); 

determining if said memory contains at least one archived image (In the "Erase Mode", 
the camera automatically selects recorded images that have been transferred, as indicated by an 
affixed icon, and erases those automatically selected recorded images; thus, it is determined that 
the memory contains at least one archived image), and 

replacing one or more archived images with said captured image if said memory contains 
said at least one archived image (The camera "records the [picture] information in a free storage 
space in the memory card 21"; see column 4, lines 63 - 67. Also see step S26 in figure 7 and 
column 8, lines 54 - 62). 
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According to Kawamura et al., once the images ("recorded information" or "picture 
information") are transferred out of the camera (via the interfaced) they are affixed with an icon 
(PC icon 52) indicating that they have been transferred, or archived. The images and associated 
affixed icons are stored together in the memory card (21). Furthermore, Kawamura et al. 
discloses a "Transfer Mode" and an "Erase Mode", wherein the images are transferred in the 
"Transfer Mode" and the images are erased in the "Erase Mode". Lastly, Kawamura et al. states 
that the camera is provided with an automatic selecting function for automatically selecting 
recorded images that have been transferred (as indicated by an affixed icon) and erasing those 
automatically selected recorded images. 

However, as stated above, the recorded images that been transferred (archived images) 
are erased in the "Erase Mode"; therefore, as required by the claim language, Kawamura et al. 
does not disclose, replacing (or "erasing") one or more archived images with said captured image 
IF said memory is not capable of storing said captured image. 

On the other hand, Lambert also discloses an image-capturing device comprising a 
memory for storing archived image data. More specifically, as shown in figures 1-3, Lambert 
teaches an image-capturing device (see figure 1) with a memory (32), wherein a processor (18) 
replaces one or more images in said memory with a newly captured image IF said memory is not 
capable of storing said captured image (see column 5, lines 19 - 26). 

As stated in column 1 (lines 29 - 32 and 40 - 43), at the time the invention was made, 
one with ordinary skill in the art would have been motivated to replace one or more archived 
images in the memory with a newly captured image IF said memory is not capable of storing 
said captured image, as taught by Lambert, in the image capturing device, disclosed by 
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Kawamura et al., as a means to provide an image capturing device that significantly reduces the 
amount of images to be recorded, while simultaneously ensuring that images of high interest are 
being stored. Therefore, at the time the invention was made, it would have been obvious to one 
with ordinary skill in the art to have replaced one or more archived images in the memory with a 
newly captured image IF said memory is not capable of storing said captured image, as taught by 
Lambert, in the image capturing device, disclosed by Kawamura et al. 

23. As for Claim 14, Kawamura et al. disclose, as stated in columns 4 (lines 56 - 67) and 5 
(lines 1-16), wherein the method is performed upon a press of a shutter button (31) of said 
image capture device. 

24. As for Claim 15, Kawamura et al. disclose, as stated in column 4 (lines 63 - 67), "free 
storage space" is not determined until after an image has been captured (see column 4, lines 57 - 
63). Therefore, Kawamura et al. disclose wherein the method is performed upon completion of 
an image capture. 

25. As for Claim 17 (please see 35 U.S.C. 1 12, second paragraph, rejection above), 
Kawamura et al. disclose, as stated in column 8 (lines 54 - 62), that the camera is provided with 
an automatic selecting function for automatically selecting recorded images that have been 
transferred (as indicated by an affixed icon) and erasing those automatically selected recorded 
images. Therefore, Kawamura et al. determines if said memory contains archived images by 
inspecting whether an icon affixed to the image. 

26. As for Claim 18, as stated in regards to Claim 13, it would have been obvious to one with 
ordinary skill in the art to have replaced one or more archived images in the memory with a 
newly captured image IF said memory is not capable of storing said captured image, as taught by 
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Lambert. Lambert teaches, as stated in column 5 (lines 19 - 26), overwriting the oldest image 
with a new image when the memory is full. 

27. As for Claim 19 (please see 35 U.S.C. 112, second paragraph, rejection above), 
Kawamura et al. disclose, as stated in column 9 (lines 50 - 60), wherein an archived image 
comprises a captured image that has been transferred out of the image capturing device and 
wherein the archived image may be transferred out of the image capturing device a plurality of 
times. 

28. As for Claim 20, according to Kawamura et al., a replaced archived image is a newly 
captured image recorded in a "free storage space in the memory card". Furthermore, Kawamura 
et al. teach that a status icon (52) is only affixed to an image when the image has been transferred 
out of the device. Therefore, a replaced archived image is by default in non-archived status and 
the "changing" corresponds to the "erasing" of the archived image. 



29. Claim 16 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

30. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art does not teach or fairly suggest wherein an image capture is disabled if said 
memory full and if said memory does not contain at least one archived image. 



Allowable Subject Matter 
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Conclusion 



3 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following is a brief description of each of the cited prior as labeled on attached 
formPTO-892. 

o Prior Art C discloses, in the very least, an electronic camera wherein an image file can 
be erased and when the image file is erased, a state of notification to the user is changed in 
accordance with the data attached to an image. Furthermore, the data attached to the image 
indicates whether or not the image file previously has been transferred from a storing area where 
the image is stored at present to another storing area. 

o Prior Art D discloses, in the very least, an image recording device with a first recording 
medium which stores image data photographed by a digital camera and a second recording 
medium which has a larger available storage capacity than the first recording medium. When the 
image data stored in the first recording medium is transferred into the second recording medium, 
history data corresponding to the image data is also transferred. 

o Prior Art N discloses, in the very least, a camera concerned with reducing power 
consumption by transferring images to another device by radio or light waves. The camera is 
provided with a power supply switch for enabling a transferring operation only when the switch 
is turned off. 
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Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Justin P Misleh whose telephone number is 703.305.8090. The 
Examiner can normally be reached on Monday through Thursday from 7:30 AM to 5:30 PM and 
on alternating Fridays from 7:30 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Wendy R Garber can be reached on 703.305.4929. The fax phone number for the 
organization where this application or proceeding is assigned is 703.872.9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



JPM 

October 16, 2004 
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